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Amendment dated September 22, 2004 
Reply to Official Action of June 22, 2004 



REMARKS 



I. Status of the Subject Application 

Claims 1-8 are pending in the subject application and stand rejected. In 
response to the rejections asserted in the Official Action, Applicant respectfully submits 
the following: 

II. The Rejections Under 35 U.S.C. § 1 02(b) 

Claims 1-4 and 8 stand rejected under 35 U.S.C. § 102(b) as being anticipated 
by U.S. Patent No.4,288,958 to Chalmers et al. ("Chalmers et al."). In particular, the 

Official Action provides: 

Chalmers discloses the claimed invention an apparatus comprising a joist 
rim (12) having a web (26) and first and second rim legs (24) extending 
substantially perpendicularly from the web (figure 2), at least one opening (28) 
through the web (26), a joist attachment tab (14) integrally formed in the web 
(column 4, lines 64-65) adjacent each opening (28 -figure 2), each of the 
attachment tabs extending from the web at an angle relative to the web (column 
5, lines 39-49), and at least one reinforcing rib (32) corresponding to each of the 
tab (14) and provided in each of the web adjacent the corresponding tab (figure 
2); the angle between each attachment tab and the web is substantially ninety 
degrees (shown in figure 2); each reinforcing rib (32) is parallel to the adjacent 
tab (14); the reinforcing ribs comprise indentations (at 32) that are embossed on 
a surface of the web (26); and, the web (26) has a plurality of fastener holes (28) 
therethrough. 
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Responsive to this rejection, Applicant submits that Section 2131.01 of the Manual of 
Patent Examining Procedure ("MPEP") provides: 

A claim is anticipated only if each and every element as set forth i n the cla i m is 
found, either expressly or inherently described, in a single prior art reference. 

MPEP § 2131.01 (emphasis added). Claim 1 is directed to "[a]n apparatus for 

supporting a plurality of joists, the apparatus comprising: a joist rim having a web and 

first and second rim legs extending substantially perpendicularly from the web...". 

Chalmers et al. is directed to vertical stringers for hanging horizontally elongated siding 

panels. The word "joist" does not appear anywhere in the Chalmers et al. patent. The 

American Heritage Dictionary defines the term "joist" as follows: 

Any of the parallel horizontal beams set from wall to wall to support the boards of 
a floor or ceiling." 

The American Heritage Dictionary 690 (Second College Edition 1991). Chalmers et al. 
are not concerned with joists and nowhere in the Chalmers et al. patent is a joist rim 
disclosed. Accordingly, Chalmers et al. does not disclose each and every element of 
claim 1 in the same form as recited in that claim and, thus, cannot anticipate the subject 
matter of that claim. Therefore, Applicant respectfully traverses that rejection. 
III. The Rejections Under 35 U.S.C. § 1 03 

Claim 5 has been rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Chalmers in view of U.S. Patent No. 5,956,916 to Liss ("Liss"). In particular, the Official 
Action provides: 
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Chalmers discloses the claimed invention as stated above in claim 1 , 
except for the joist attachment tabs has a plurality of fastener holes. Liss 
teaches that it is known in the art to provide the joist attachment tab (6) with a 
plurality of fasteners holes (1 3) therethrough. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to provide the 
plurality of fastener hole sin the attachment tab as taught by Liss with the 
attachment tab of Chalmers in order to provide a further securing means to 
attach a member to the tab by the use of screws (column 3, line 67 and column 
4, lines 1-2). 

Column 3, line 67-column 4, lines 1-2 of Chalmers et al. provide: 

The locking projection on each panel is so dimensioned, in relation to the 
spacing between the inner surface of the clip above the lower locking seat and 
the last mentioned vertical plane as to permit the panel to pivot through a 
substantial angle about an axis substantially coincident with the clip bottom 
edge... 

This passage fails to disclose or suggest the use of separate fasteners. In fact, 
Chalmers et al. actually teach away from the use of separate fasteners. Chalmers et al. 
provide: 

Siding panels of the type described above have conventionally been secured to 
walls by fasteners such as nails driven through a flat nailing flange (which may 
have prepunched nail holes) provided at the panel top margin above the locking 
lip, or alternatively by plural small individual clips which engage the locking lips of 
the panels and are nailed or otherwise fastened on the wall. These mounting 
arrangements are disadvantageous in that it is difficult to achieve proper 
positioning and alignment of the successive courses of panels, especially when 
installation is being performed by homeowners without experience or special 
equipment. 

Column 1 , lines 41-52 of Chalmers et al. (emphasis added). Furthermore, if one were 
to use screws to fasten a siding panel to the clip (14) of Chalmers et al. as suggested in 
the Official Action, the screws would require the provision of holes through the lower 
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portion of the central web (18) of the siding panels (10). See Figures 1 and 3-5 of 
Chalmers et al. Such fastener holes would provide passages through the panels for 
water to infiltrate behind the panels and to damage the very wall materials that the 
panels are designed to protect. To prevent such water infiltration through the panels, 
each hole would have to be sealed, which would lead to increased installation costs. 
Such reason alone would lead the skilled artisan away from utilizing such approach. In 
addition, the fastener heads would be exposed and detract from the panel's aesthetic 
appearance - providing yet another reason not to employ the suggested modification. 
These reasons, in addition to the reasons explicitly stated in the Chalmers et al. patent, 
clearly teach away from the suggested modification. Accordingly, Applicant respectfully 
submits that a prima facie case of obviousness has not been established with respect 
to claim 5. 

Claims 6 and 7 have been rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Chalmers et al. in view of U.S. Patent No. 3,845,601 to Kostecky 
("Kostecky"). The Official Action provides: 

Chalmers discloses the claimed invention as stated above in claim 1 , except for 
the first leg has a plurality of fastener holes therethrough. Kostecky teaches that 
it is known in the art to provide the first leg (4) has a plurality of fastener holes 
912) therethrough. It would have been obvious for one having ordinary skill in 
the art at the time the invention was made to provide plurality of fastener holes in 
the first leg as taught by Kostecky first leg of Holmes in order to assure that the 
apparatus will be in proper position if applied to the legs of the web "24" and will 
remain tightly to the panle [sic] or track (column 2, lines 65-67). 

Responsive to this rejection, Applicant is unsure what significance the reference to 
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"Holmes" is meant to have in view of the fact that no Holmes reference has been 
asserted as forming the basis of this rejection. Notwithstanding this fact, Applicant has 
been unable to find the use of the word "joist" anywhere in the Kostecky reference 
which is directed to a metal wall framing system. Thus, even if one were to combine 
Chalmers et al. with Kostecky as suggested, the resulting combination would at least 
lack the recited joist rim. Accordingly, a prima facie case of obviousness has not been 
established with respect to claims 6 and 7. 
IV. Consideration of Information Disclosure Statements 

a. Previously Filed Information Disclosure Statements 
Applicant filed an Information Disclosure Statement contemporaneously with the 
subject application. Copies of the following documents are enclosed: 

June 23, 2003 Information Disclosure Statement (4 pages); 
Form PTO/SB/08A (10-01 ) (6 six pages); 

Form PTO/SB/05 (05-03) Utility Patent Application Transmittal that 
accompanied the subject application and which identifies the above 
Information Disclosure Statement; and 

The Post Card that accompanied the subject application and Information 
Disclosure statement. 

On July 14, 2003, Applicant submitted another Information Disclosure Statement 
and accompanying PTO Form PTO/SB/08A (10-01) (the "second IDS"). Copies of the 
second IDS, Form PTO/SB/08A (10-01) and the post card that accompanied the 
second IDS and which bears the PTO's July 14, date stamp are enclosed. 
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On September 4, 2003, Applicant submitted a Supplemental Information 
Disclosure Statement and PTO Form PTO/SB/08A (10-01). Copies of those 
documents and a copy of the Express Mail Receipt are enclosed. 

The Official Action failed to include initialed copies of the above-mentioned 
Forms PTO/SB/08A which were timely filed to confirm that all of the cited materials 
have been considered by the Examiner. Accordingly, Applicant respectfully requests 
copies of the initialed Forms PTO/SB/08A confirming that the cited art has been 
considered. 

b. Additional Information Disclosure Statement 

Applicant is also herewith enclosing another Supplemental Information 
Disclosure Statement and a check in the amount of $180. The PTO is hereby 
authorized to charge deposit Account no. 1 1-1 1 10 for any fee deficiencies associated 
with this Information Disclosure Statement and/or Amendment. Consideration of this 
additional Information Disclosure Statement is respectfully requested. 
IVI. Conclusion 

Applicant submits that all of the pending claims are in condition for allowance. 
Accordingly, reconsideration and withdrawal of the rejections in the Official Action and 
passage to allowance of all the pending claims at an early date are earnestly solicited. 
However, if the Examiner has any remaining concerns regarding Applicant's present 
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Amendment, she is invited to contact the Applicant's undersigned attorney at the 
telephone number listed below so that those concerns may be expeditiously addressed. 

Respectfully submitted, 




Kirkpatrick & Lockhart LLP 
Henry W. Oliver Building 
535 Smithfield Street 
Pittsburgh, Pennsylvania 15222 
(412) 355-8303 
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PATENT 
98356CONCONCON 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Art Unit: 
Examiner 
In re application of 
Daudet et al. 
Serial No. [To Be Assigned] 
Filed: 



JOIST SUPPORT APPARATUS 



INFORMATION DISCLOSURE STATEMENT 

Pittsburgh, Pennsylvania 15222 
June 23, 2003 

Mail Stop Patent Application 
Commissioner for Patents 

P.O. Box 1450 ' 
Alexandria, VA 22313-1450 

Sir: 

The above-referenced application (the "subject application") is a continuation of 
U.S. Patent Application Serial No. 10/145,471, filed May 14, 2002 (the "parent application"), 
which is a continuation of U.S. Patent Application Serial No. 09/723,899, filed November 28, 
2000 (the "grandparent application") which is a continuation of U.S. Patent Application 
Serial No. 09/199,661, filed November 25, 1998 (the "great grandparent application"). The 
subject application claims priority from the parent, grandparent and great grandparent 
applications. 
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The great grandparent application has issued as U.S. Patent No. 6,301,854. 
The grandparent application remains pending. A Notice of Allowance issued on 
May 21 , 2003 in connection with the grandparent application. Applicant is filing on even 
date hereof a Request For Continued Examination ("RCE") of the grandparent application to 
have an Information Disclosure Statement considered which cites U.S. Patent No. 6,418,694 
to Daudet et al. (the'"694 patent") which matured from U.S. Patent Application Serial No. 
09/944,671 and which is a divisional application of the grandparent application. The 
grandparent application is before Primary Examiner Chilcot, Jr. of Art Unit No. 3627. A 
copy of the text of the allowed claims and a copy of page 2 of a Notice of Allowance for the 
grandparent application are also enclosed. 

The parent application remains pending. A Notice of Allowance issued in 
connection with the parent application on March 25, 2003. Applicant is filing on even date 
hereof an RCE of the parent application to have an Information Disclosure Statement 
considered which cites the '694 patent. 

In accordance with the duty of disclosure pursuant to 37 C.F.R. § 1.56, Applicant 
hereby advises the United States Patent and Trademark Office ("PTO") of the references 
listed on the accompanying Form PTO-1449 Information Disclosure Statement By Applicant 
-Substitute for form 1449A/PTO. With the exception of the '694 patent, the references cited 
therein were of record in the parent and/or grandparent and/or great grandparent applications. 
Accordingly, pursuant to 37 C.F.R. § 1.98(d), Applicant is enclosing a copy of the '694 
patent and a copy of the published parent application and is not required to enclose copies of 
the other references. If, however, the Examiner would like to obtain additional copies of 
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such references, Applicant will promptly supply such copies upon the Examiner's request. 
Applicant also informs the PTO of the following: 
Related Litigation 

On April 5, 1999, Steel Floors, LLC of 7935 E. Prentice Avenue, Suite 103, 
Greenwood Village, Colorado 801 1 1 (hereinafter "Steel Floors") filed a complaint in District 
Court, Denver County, Colorado (Civil Action No. 99CV2248) that contained various unfair 
competition, misappropriation of business value, and unjust enrichment claims against 
Dietrich Industries, Inc., Assignee of the parent, grandparent, great grandparent and the 
parent and the subject applications. 1 Applicant submitted a copy of that Complaint in 
connection with the grandparent application. On September 28, 1999, the PTO issued U.S. 
Patent No. 5,956,916 to George Louis Liss (hereinafter the "Liss Utility Patent"). On 
September 29, 1999, Steel Floors filed a Verified Amended and Restated Complaint, wherein 
Steel Floors added a claim of patent infringement based on the Liss Utility Patent. A copy of 
the Verified and Amended and Restated Complaint was filed in connection with the parent 
application. Since then, Steel Floors has further amended its complaint to assert infringement 
of U.S. Patent No. DE - 423,325, issued April 25, 2000 (the "Liss Design Patent"). 

On September 5, 2000, Steel Floor's filed a request for reexamination of the Liss 
Utility Patent. That request was subsequently granted and merged with another request for 
reexamination filed by Applicant on April 2, 2001. On February 21, 2001, the above- 
mentioned litigation was stayed pending the outcome of the reexamination proceedings 
which presently remain pending. 

Applicant notes that although the cited references may be relevant to the 
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examination of the above-referenced application, under 37 C.F.R. § 1.97(h), the filing of this 
Information Disclosure Statement "shall not be construed to be an admission that the 
information cited in the statement is, or is considered to be, material to the patentability as 
defined in § 1.56(b)." 



Kirkpatrick & Lockhart LLP 
Henry W. Oliver Building 
535 Smithfield Street 
Pittsburgh, PA 15222 
Telephone: (412) 355-8303 
Fax: (412) 355-6501 




Respectfully submitted, 



Dietrich Industries, Inc. is referred to herein as "Applicant". 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Art Unit 3627 
Examiner Chilcot : 

In re application of : JOIST SUPPORT MEMBER 

Larry R. Daudet et al. : 

Group 3600 

Serial No. 09/723,899 : 
Filed November 28, 2000 : 
Allowed August 13, 2003 : 

ALLOWED CLAIMS (7) 
1 . (11) A member for supporting a plurality of joists, said 
member comprising: 

a C-shaped rim member fabricated from metal and having a web 
and two leg portions; 

a plurality of joist attachment tabs integrally formed in said web, 
said joist attachment tabs being provided at predetermined distances on said 
web relative to each other; and 

at least one reinforcing rib corresponding to each said tab and 
provided in said web adjacent said corresponding tab. 

2. (12) The joist support apparatus of claim 1 wherein at least one 
said reinforcing rib is oriented at an angle relative to at least one said tab. 

3. (13) The joist support apparatus of claim 2 wherein said angle is 
approximately forty-five degrees. 
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4. (14) The joist support apparatus of claim 2 wherein at least two 
said reinforcing ribs intersect each other. 



5. (15) The member of claim 1 wherein each said tab has a plurality 
of fastener holes therethrough. 

6. (16) The member of claim 1 further comprising at least one 
opening through said web. 

7. (17) A member for supporting at least one joist on a support 
structure, said member comprising: 

a C-shaped rim member fabricated from metal and having a web 
and two leg portions; 

means for attaching a plurality of joists to said web, said means for 
_ attaching being integrally formed in said web and being provided at 
predetermined distances on said web relative to each other; and 

reinforcing means in said web adjacent each said means for 

attaching. 
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In re application of : 

Daudetetal. : JOIST SUPPORT APPARATUS 

Serial No. 10/601,404 : 
Filed: June 23, 2003 



INFORMATION DISCLOSURE STATEMENT 

Pittsburgh, Pennsylvania 15222 
July 14, 2003 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Applicant previously filed an Information Disclosure Statement in connection 
with the subject application citing, among other things, U.S. Patent Application Serial No. 
09/723,899, filed November 28, 2000, which has been allowed and which Applicant has now 

"Express Mail" mailing label n,.mhAr EU150829787US 

Date of Deposit July 14, 2003 

I hereby certify that this paper or fee is being deposited with the United States Postal Service "Express Mail 
Post Office to Addressee" service under 37 CFR 1 .10 onfre date indicated above and I is addressed to the 
Commissionj*-fbrP>tents, P.O.&dxttO, Alexandria, VA 22313-1450 
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filed a Request For Continued Examination ("RCE") to have an Information Disclosure 
Statement considered. A copy of the text of the allowed claims and a copy of page 2 of a 
Notice of Allowance for that cited application were enclosed with the Information Disclosure 
Statement. However, a copy of that application was not submitted. 

Accordingly, Applicant is herewith submitting a copy of U.S. Patent Application 

Serial No. 09/723,899. 

Applicant notes that although the cited references may be relevant to the 
examination of the above-referenced application, under 37 C.F.R. § 1.97(h), the filing of this 
Information Disclosure Statement "shall not be construed to be an admission that the 
information cited in the statement is, or is considered to be, material to the patentability as 
defined in § 1.56(b)." 



Kirkpatrick & Lockhart LLP 
Henry W. Oliver Building 
535 Smithfield Street 
Pittsburgh, PA 15222 
Telephone: (412) 355-8303 
Fax: (412)355-6501 



Respectfully submitted, 




Attorney for Applicant 
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Art Unit 3627 

Examiner Chilcot 
In re application of 



FLOOR SYSTEM AND FLOOR 
SYSTEM CONSTRUCTION METHODS 



Group 3600 



Larry R. Daudet et al. 
Serial No. 09/723,899 
Filed November 28, 2000 
Allowed May 21, 2003 

ALLOWED CLAIMS (7) 
1 . (11) A member for supporting a plurality of joists, said 

member comprising: 

a C-shaped rim member fabricated from metal and having a web 

and two leg portions; 

a plurality of joist attachment tabs integrally formed in said web, 
said joist attachment tabs being provided at predetermined distances on said 
web relative to each other; and 

at least one reinforcing rib corresponding to each said tab and 
provided in said web adjacent said corresponding tab. 

2. (12) The joist support apparatus of claim 1 wherein at least one 
said reinforcing rib is oriented at an angle relative to at least one said tab. 

3. (13) The joist support apparatus of claim 2 wherein said angle is 
approximately forty-five degrees. 
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4. (14) The joist support apparatus of claim 2 wherein at least two 
said reinforcing ribs intersect each other. 

5. (15) The member of claim 1 wherein each said tab has a plurality 
of fastener holes therethrough. 

6. (16) The member of claim 1 further comprising at least one 
opening through said web. 

7. (17) A member for supporting at least one joist on a support 
structure, said member comprising: 

a C-shaped rim member fabricated from metal and having a web 

and two leg portions; 

means for attaching a plurality of joists to said web, said means for 
attaching being integrally formed in said web and being provided at 
predetermined distances on said web relative to each other; and 

reinforcing means in said web adjacent each said means for 

attaching. 
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